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Art Unit: 2167 

DETAILED ACTION 

Claims 1-4, 8, 12, 14, and 17-26 are presented for examination. This action is 
responsive to the amendment and arguments filed 24 February 2006. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-4, 8, 12, 14, and 17-26 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 

The invention as claimed in claims 1-4, 8, 12, 14, and 17-26 and interpreted in 
light of the specification particularly page 20 lines 5-14, is directed to a apparatus which 
is a combination of hardware and software or a method which is preformed using 
hardware and software or software per say, both apparatus and method performing a 
mathematical algorithm, formula, or calculation, and as such the claimed invention is 
subject to the test of State Street, 149 F.3d at 1373-74, 47 USPQ2d at 1601-02. 
Specifically State Street sets forth that the claimed invention must produce a “useful, 
concrete and tangible result. ” The Interim Guidelines for Examination of Patent 
Applications for Patent Subject Matter Eligibility states in section IV C. 2 b. (2) (on page 
21 in the PDF format): 

The tangible requirement does not necessarily mean that a claim must 
either be tied to a particular machine or apparatus or must operate to change 
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articles or materials to a different state or thing. However, the tangible 
requirement does require that the claim must recite more than a § 101 judicial 
exception, in that the process claim must set forth a practical application of that § 
101 judicial exception to produce a real-world result. Benson, 409 U.S. at 71-72, 
175 USPQ at 676-77 (invention ineligible because had “no substantial practical 
application.”). 

Claims 1-4, 8, 12, 14, and 17-26 have the result of producing a single discrete 
all-natural number geospatial coordinate measurement representation, however the 
claims do not specify that the result (the single discrete all-natural number geospatial 
coordinate measurement representation) is displayed to a user or otherwise used in the 
real world. Although some claims such as 2, 3, 8, 14, 24, and 26 specify that the single 
discrete all-natural number geospatial coordinate measurement representation be 
encoded “onto a data segment of the video frame” no use of this data segment is set 
forth that would constitute a real-world result. Thus the claimed result is not tangible 
and thus the claimed result is not a “useful, concrete and tangible result.” The court in 
State Street noted that the claimed invention in Alappat constituted a practical 
application of an abstract idea because it produced a useful, concrete and tangible 
result the display of a smoothed heart beat to a system user. The Federal Circuit 
further ruled that it is of little relevance whether a claim is directed to a machine or 
process for the purpose of a § 101 analysis. AT&T, 172 F.3d at 1358, 50 USPQ2d at 
1451 (see the Interim Guidelines for Examination of Patent Applications for Patent 
Subject Matter Eligibility, Annex II). 
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The examiner reviewed the specification but was unable to find a practical real- 
world use of the result (the single discrete all-natural number geospatial coordinate 
measurement representation). If the applicant is able to find one and inserts it into the 
claims provide the location the element is found in the specification. 



Claim Objections 

Claims 1-4, 8, 12, 14, and 17-26 are objected under Title 37 C.F.R. 1.75 (d)(1) to 
because of the following informalities: Multiple terms used in the claims are not found in 
the specification. Specifically the examiner is unable to find the terms single, discrete, 
all-natural number, or the phrase “single discrete all-natural number geospatial 
coordinate measurement representation.” 

Appropriate correction is required. 

Title 37 C.F.R. 1.75 (d)(1): 

The claim or claims must conform to the invention as set forth in the 
remainder of the specification and the terms and phrases used in the claims must 
find clear support or antecedent basis in the description so that the meaning of 
the terms in the claims may be ascertainable by reference to the description. 

(See § 1.58(a)). 

Since figure 26 shows the concatenation that forms this result it is suggested that a 
more complete description of figure 26 be included in the specification to actually 
describe the figure with language corresponding to the language in the claims. It is 
noted that a disruption of a figure is not new mater as long as describes only that which 
is shown in the figure. 
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Response to Arguments 

Applicant's arguments filed 13 February 2006 have been fully considered and 
found to be persuasive as directed to the rejection under 35 U.S.C. § 102 and 35 U.S.C. 
§ 103 and those rejections have been withdrawn. The rejections under 35 U.S.C. § 1 12 
first and second paragraph have been withdrawn as the amendments have corrected 
the deficiencies the rejections were directed to. 

Applicant's arguments filed 13 February 2006 in relation to the rejections under 
35 U.S.C. 101 have been fully considered but they are not persuasive. 

The applicant argues that the amendments place the claims within the scope of 
patentable subject mater under 35 U.S.C. 101. The examiner respectfully disagrees 
Claims 1-4, 8, 12, 14, and 17-26 have the result of producing a single discrete all- 
natural number geospatial coordinate measurement representation, however the claims 
do not specify that the result (the single discrete all-natural number geospatial 
coordinate measurement representation) is displayed to a user or otherwise used in the 
real world. Although some claims such as 2, 3, 8, 14, 24, and 26 specify that the single 
discrete all-natural number geospatial coordinate measurement representation be 
encoded “onto a data segment of the video frame” no use of this data segment is set 
forth that would constitute a real-world result. Thus the claimed result is not tangible 
and thus the claimed result is not a useful, concrete and tangible result and thus not 
patentable subject mater under 35 O.K. 101 . 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jack M. Choules whose telephone number is (571) 272- 
4109. The examiner can normally be reached on M-F (7:30-4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, John Breene can be reached on (571) 272-4107. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




25 November 2005 




